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DETAILED ACTION 

1. Claims 1-12 have been examined. Application 09/994,864 (ELECTRONIC MAIL 
ADVERTISEMENT SYSTEM, METHOD, AND PROGRAM STORAGE MEDIUM) has a 
filing date 11/28/2001 and foreign priority 12/01/2000. 

Claim Objections 

2. Claim 10 is objected to because of the following informalities: Claim 10 recites in 
page 52 “user informations” where it should recites “user information”. Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 2 recites the limitation “about the user ID”. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 1 and 6 recites “the server sends an 
information about an advertisement to the electronic mail”. Said limitation is indefinite 
because advertisement information is sent to a terminal but not to an electronic mail. 
Claim 2 recites “wherein the identifier added to the URL is an information about the 
terminal that recognizes the identifier”. Said limitation is indefinite because it is saying 
that an identifier recognizes an identifier. Claim 3 recites “by specifying the displayed 
information”. Said limitation is indefinite does not clear teach the meaning of specifying. 
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For purpose of art rejection, said limitation would be interpreted as meaning selecting 
an advertisement. Claim 4 recites “wherein the server which received the 
advertisement-related URL and the identifier from the terminal accesses another 
terminal according to the URL, and identifies the terminal that sent the advertisement- 
related URL based on the identifier”. Said limitation is indefinite because it seems to 
says that the server accesses another terminal but then the terminal is the one 
accessing the server. Claim 1 recites “a unit for accepting a request to send an 
electronic mail from the terminal”. Said limitation is indefinite because it is not clear if the 
electronic mail is sent from the terminal to the server or from the server to the terminal. 
Claim 7 recites “inquiring to the mail server by the server whether the mail server has 
received any electronic mail addressed to the user terminal”. Said limitation is indefinite 
because it is not clear the meaning of electronic addressed to the user terminal. Claim 7 
recites “adjecting an indentifier to a URL for referring to the advertisement information”. 
Said limitation is indefinite because the it does not explain the meaning of adjecting an 
indenfier. Claim 12 recites “the server extracts a creator of the electronic mail, matches 
it with the user and holds them”. Said limitation is indefinite because it does not teach 
what is hold and the meaning of a creator of the electronic mail. For purpose of art 
rejection, said limitation would be interpreted as not paying a user if said user is not 
displaying or viewing advertisements. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-12 are rejected under 35 U.S.C. 102(e) as being anticipated by Jacobs 
(US 2004/0039784). 

As per claims 1-7, Jacobs teaches: 

An advertisement method using an electronic mail in a system in which a user 
. terminal, a server, a database, a mail server and an advertiser terminal are connected 
to a network, wherein the advertisement method using an electronic mail comprising the 
steps of: 

holding in the database an user-related information sent from the user terminal 
and an advertisement-related information sent from the advertiser terminal (see 
paragraphs 28, 131,173); 

accepting an electronic mail receive request data sent from the user terminal by 
the server and extracting a user identifier from the receive request data (see paragraph 
173 “cookie”); 

based on the electronic mail receive request, inquiring to the mail server by the 
server whether the mail server has received any electronic mail addressed to the user 
terminal, if the inquiry finds that there is an electronic mail addressed to the user 
terminal, receiving the electronic mail by the server (see paragraphs 193-195; 203-209); 
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based on the extracted user identifier, searching through the user-related 
information and the advertisement-related information stored in the database (see 
paragraphs 193-195; 203-209); 

based on a result of the search, inserting an advertisement and information into 
the electronic mail received by the server, adjecting an identifier to a URL for referring to 
the advertisement information and sending the electronic mail attached with the 
advertisement information to the user terminal (see paragraphs 22-24; 108-109). 

As per claims 8 and 9, Jacobs teaches: 

An advertisement method using an electronic mail of claim 7, wherein in the step 
of inserting the advertisement into the electronic mail being received by the user 
terminal, the server calculates an amount of money to be refunded to the user 
according to a location where the advertisement is inserted, and sends a result of the 
calculation to the advertiser terminal (see paragraphs 126-127). 

As per claim 10, Jacobs teaches: 

In a system having a user terminal for sending and receiving an electronic mail, 
an advertiser terminal for providing an advertisement, and a server for forwarding an 
electronic mail to the user terminal at the request of the user terminal, an advertisement 
method using an electronic mail for sending by the server an electronic mail and 
advertisement-related information to the user terminal, wherein the server holds an 
amount of money to be refunded which is provided in advance by an advertiser, when 
receiving from the user terminal an information for identifying the advertiser terminal 
(see paragraphs 20-24; 129) and an identification information for identifying the user, 
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the server identifies the user corresponding to the identification information by user 
information matched to the identification information in advance and allocates to the 
user a part of the amount of money to be refunded (see paragraphs 126-127). 

As per claim 11, Jacobs teaches: 

An advertisement method using an electronic mail of claim 10, wherein the 
server accesses the advertiser terminal based on the advertiser terminal identification 
information and sends the advertisement provided by the advertiser terminal to the user 
terminal to which a part of the amount of money to be refunded was able to be allocated 
(see paragraph 173). 

As per claim 12, Jacobs teaches: 

An advertisement method using an electronic mail of claim 11, wherein, in the 
process of sending an electronic mail to the user terminal, the server extracts a creator 
of the electronic mail, matches it with the user and holds them, and after receiving from 
the user terminal information for identifying the advertiser terminal and identification 
information for identifying the user, the server does not allocate to the user a part of the 
amount of money to be refunded when the creator of the electronic mail and the user 
are identical (see paragraphs 126-127). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Daniel Lastra 
September 12, 2006 



RAGUEl ALVAREZ 
PRIMARY EXAMINER 



